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DECI SI ON ON APPEAL
This is a decision on an appeal under 35 U. S.C. § 134
fromthe examner’s refusal to allow clains 11 and 12, which
are the only clainms remaining in the application. These

clai ms were anmended subsequent to the final rejection in the
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amendnment filed June 11, 1996 (Paper No. 8), which the
exam ner entered (Advisory Action; Paper No. 10).

According to the appellants, the invention is directed to
novel conpounds of the recited Formula 111 (brief, page 2).
These conpounds, in turn, are useful internediates for the
preparation of 16"-nethyl-steroids of Forrmula I, which are
known to possess anti-inflammtory activity (id.;

specificatio

n, pages 3

and 11).

- TIx d ai m
11 is
illustrative

of the clains on appeal and is reproduced bel ow?

11. A conpound of the fornula

1 W note that the copy of claim1ll as it appears in the
appendi x to the appeal brief does not correspond identically
to actual claim1ll as it appears here and in the Anendment
filed January 16, 1996.
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wherein the A and B rings represent a group
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wherein the ketone function in position 3 is optionally
protected in the formof a ketal, thioketal, hemthioketal or
enol ether or

wherein Ris nethyl or -CH-OR, R is hydrogen or a protecting
ether or ester group and R, and R, formtogether a second bond
or R, and R, formtogether $-epoxide

or R is hydrogen, ketone or hydroxy in "- or $-position, free
or protected in the formof an ether or ester and R, is -
hydroxy, or R, is $-hydroxy, free or protected in the form of
an ether or ester and R, is a "-fluorine or $-bromne, and R

i s hydrogen, fluorine, "-nethyl or $-nethyl.

The prior art references of record relied upon by the
exam ner in rejecting the appeal ed cl ai ns are:

Chem Abstracts, Vol. 94, 192566 (1981) (CA ‘ 566)
Chem Abstracts, Vol. 88, 170389 (1978) (CA ‘' 389)

The exam ner has also cited the foll owi ng docunent “for
evi dentiary purposes only” (answer, page 3):

March, J.,(March), Advanced Organic Chem stry, 66-68
(3rd ed., New York, John Wley & Sons, 1985).

The grounds of rejection presented for our reviewin this

appeal are as foll ows:
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Clains 11 and 12 stand rejected under 35 U S.C. § 102(b)
as anticipated by CA *389; and

Clains 11 and 12 stand rejected under 35 U S.C. § 103(a)
as unpat ent abl e over CA ‘' 566.

We have carefully reviewed the entire record, including
all of the argunents and evi dence presented by the exam ner
and by the appellants. Qur review | eads us to concl ude that
the aforenentioned rejections are not well founded.

Accordingly, we reverse.?

OPI NI ON
We consider first the examner’'s rejection under 35
U S C
8 102(b) over CA ‘389. The exam ner states that CA ‘389
di scl oses “the keto fornf of the appellants’ clained conpound
(answer, page 3). According to the exam ner, “the enol fornt

(i.e., the appellants’ clained conpound) exists inherently

2 We hasten to point out that our decision is confined to
the rejections based solely on the teachings of CA ‘389 and
CA ‘566, not the underlying patent docunents identified
t herein.
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together with the “keto fornt described in the prior art
(id.). The exam ner further explains her position as foll ows:

March di scl oses that with doubl e bonds the enol
may be the predom nant form but it is well-
recogni zed to one of ordinary skill in the art
that a tautonmer is a steady-state, reversible
equilibrium that the keto and enol forms are
each in equilibriumwth the other and that
while the equilibriumcan be to the left, that
is predomnantly to the keto form it does not
have to be. Furthernore, the extent of
enolization is affected by sol vent,
concentration and tenperature. [Bol ded enphasis
original; italics added; answer, p. 5.]
““To anticipate a claim a prior art reference nust
di scl ose every limtation of the clained invention, either

explicitly or inherently.”” Mehl/Biophile Int’l Corp. v.

Ml graum 192 F.3d 1362, 1365, 52 USPQ2d 1303, 1305 (Fed. Gr
1999) (quoting In re Schreiber, 128 F. 3d 1473, 1477, 44 USPQRd
1429, 1431 (Fed. Cir. 1997)); accord daxo Inc. v. Novopharm
Ltd., 52 F.3d 1043, 1047, 34 USPQ2d 1565, 1567 (Fed. G r
1995) .

It is well settled, however, that inherency nay not be
established by probabilities or possibilities (i.e., it is
insufficient to nerely show that a certain thing nay result
froma given set of circunstances). Mehl/Biophile, 192 F. 3d

6
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at 1365, 52 USP@2d at 1305; Inre Celrich, 666 F.2d 578, 581,
212 USPQ 323, 326 (CCPA 1981); Hansgirg v. Kemrer, 102 F.2d
212, 214,

40 USPQ 665, 667 (CCPA 1939). Thus, under the principles of

i nherency, a prior art reference anticipates a claimonly if
it necessarily includes the claimlimtation in question.

Mehl / Bi ophil e, 192 F.3d at 1365, 52 USPQ@d at 1305 (citing In
re King, 801 F.2d 1324, 1326, 231 USPQ 136, 138 (Fed. Cr
1986) ) .

In the case before us, the relied upon reference (March)
nmerely describes keto-enol tautonmerismin general terns.
Nowher e does March state that all keto-containing conpounds,
much | ess the conpounds described in CA 389, necessarily
exist in adm xture with the correspondi ng enol - cont ai ni ng
conmpound. To the contrary, we find that March suggests
exactly the opposite. Specifically, March indicates the enol
content of CH,COOEt as “No enol found - Less than 1 part in 10
mllion” (Table 1, page 67) and further states that “the
extent of enolization is greatly affected by sol vent,

concentration, and tenperature” (page 67). Here, the exam ner
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has not provided the requisite factual basis upon which to
assert that the enol form would necessarily be present in the
ket o- cont ai ni ng conpound described in CA *389.

Since the exam ner has not net her initial burden of
establishing a prima facie case of unpatentability,® we cannot
sustain the examner’s rejection of clainms 11 and 12 under
35 US.C 8§ 102(b). It follows then that we need not consider
the sufficiency of the declaration of Dr. Catherine Lang filed
June 11, 1996.

The examiner’s rejection of clains 11 and 12 under 35
U S C 8§ 103(a) as unpatentable over CA ‘566 is reversible for
reasons anal ogous to those di scussed above. Again, the
exam ner has taken the position that CA ‘566 “discloses the
keto formof the instant conpound”* and that the enol form
woul d exi st inherently together with the keto conpound

(answer, page 4).

3 See, e.g., Inre Cetiker, 977 F.2d 1443, 1445, 24
UsP2d 1443, 1444 (Fed. Cir. 1992).

4 The exam ner al so acknow edges that the conpound
described in CA ‘566 differs fromthe appellants’ clained
conpound in the presence of chlorine at the “CG 7" [sic, 6]
position (answer, page 4).
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As we di scussed above, however, we find that the exam ner
has not provided the requisite factual basis upon which to
assert that the enol formwould necessarily be present in the
ket o- cont ai ni ng conpound described in CA *566. Accordingly,

t he exam ner has not net her initial burden of proof.
Consequently, as in the rejection based on CA 389, we are not
conpel l ed to consider the sufficiency of the declaration of
Dr. Lang.

In summary, the examiner’s rejection of clainms 11 and 12
under 35 U.S.C. 8 102(b) as anticipated by CA 389 and the
rejection of clains 11 and 12 under 35 U.S.C. § 103(a) as

unpat ent abl e over CA ‘566 are reversed.



The decision of the exam ner i s reversed.

REVERSED

THOVAS A. WALTZ
Adm ni strative Patent Judge
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PAUL LI EBERVAN APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

ROMULO H. DELMENDO
Adm ni strative Patent Judge
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